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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 3/4/05 has been entered. 

Response to Arguments 

2. Applicant's reply was received on 1 1/29/04, and has been entered and made of record. 
Currently, claims 66-68, 70-74, 89 and 90 are pending. 

3. As discussed in the Office action dated 1/14/05, the request for reconsideration dated 
1 1/29/04 has been fully considered and is not persuasive. For completeness, the examiner's 
response in that Office action is hereinbelow repeated. 

4. In response to applicant's arguments regarding the rejection of claim 66, which was cited 
in the Office action dated 8/26/04, as being unpatentable over Williams et al (U.S. Patent 
Number 6,192,045) in view of Merritt et al (U.S. Patent Number 6,421,429), whereby applicant 
argues on pages 8-10 that Williams fails to teach of detecting an Internet facsimile mode, which 
a destination apparatus of image data has, from the plurality of Internet facsimile modes during 
communication in the facsimile mode, in accordance with a first procedure signal of the 
facsimile mode from the destination apparatus. Claim 66 currently requires a step of "detecting 
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an Internet facsimile mode, which a destination apparatus of image data has, from the plurality of 
Internet facsimile modes during communication in the G3 facsimile mode, in accordance with a 
first procedure signal of the G3 facsimile mode from the destination apparatus". While the 
examiner understands applicant's arguments, as the claims are currently worded, Williams can 
be interpreted as teaching the step of "detecting an Internet facsimile mode, which a destination 
apparatus of image data has, ... in accordance with a first procedure signal. . . from the 
destination apparatus", as required in the claim. 

5. Particularly, as seen in Figs. 2 and 3, various destination devices have corresponding 
telephone numbers and internet facsimile modes, being interpreted as the "internet modes" of the 
different data networks. For instance, as seen in Fig. 2, the reception device with the telephone 
number 305-652-8852 has a network address of 13395322, and an internet mode being the 
Lexus/Nexus data network. Continuing, as seen in Fig. 12, Williams teaches at step 74, that an 
outgoing phone call is made. This is a communication in a facsimile mode. Further, upon 
receiving a procedure signal from the receiving device after step 83, seen as the dashed line, a 
transmission mode is determined or detected (being either the facsimile mode, which proceeds to 
step 85, or a digitized Internet mode, being steps 77-79), based on the entries in the tables of 
Figs. 2 and 3. Because the originating apparatus detects that a destination apparatus answers the 
call, one of ordinary skill in the art can recognize that the use of an Internet facsimile mode is 
determined or detected at this point. While this is different than using the G3 fax protocol signals 
to detect the capabilities of the destination device and having the destination's internet address 
included in the TSE, as is shown in Fig. 5 of the current application, these features are not being 
conveyed in the claims current language. Thus, Williams can be interpreted as teaching of 
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detecting an Internet facsimile mode, which a destination apparatus of image data has, ... in 
accordance with a first procedure signal. . . from the destination apparatus, as is currently 
required. 

6. Continuing, as discussed above, Williams can be interpreted as teaching of detecting an 
Internet facsimile mode during communication in a facsimile mode. However, Williams fails to 
expressly disclose if the facsimile mode, mentioned above, is actually a "G3 facsimile mode". 
Merritt is being relied on to teach of using a G3 facsimile mode, as read in column 5, lines 51-65. 
Thus, it would have been obvious to have Williams system utilize a G3 facsimile mode, as it 
would conform with well known standards in facsimile communication, as recognized by 
Merritt. 

7. Thus, the rejection of independent claim 66, as well as independent claim 89, as cited in 
the Office action dated 8/26/04, under 35U.S.C.103(a), as being unpatentable over Williams et 
al in view of Merritt et al is maintained and repeated in this Office action. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 66-68, 70-72, 89, and 90 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams et al (U.S. Patent Number 6,192,045, cited in the Office action 
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dated 8/26/04) in view of Merritt et al (U.S. Patent Number 6,421,429, cited in the Office action 
dated 8/26/04). 

Regarding claim 66, Williams discloses an image communication method that utilizes a 
plurality of Internet facsimile modes (see Figs. 2 and 3, and column 1, lines 25 through 54, and 
column 8, lines 44 through 60, whereby various types of networks are accessible) and a facsimile 
mode (steps 72 ad 85 in Fig. 12, column 9, lines 4 through 9), with the method comprising the 
steps of detecting an Internet facsimile mode, which a destination apparatus of image data has, 
from the plurality of Internet facsimile modes during communication in the facsimile mode, in 
accordance with a first procedure signal of the facsimile mode from the destination apparatus 
(steps 74-77 in Fig. 12, column 8, line 44 through column 9, line 20), and transmitting an image 
to the destination apparatus based on the Internet facsimile mode of the destination apparatus 
detected in the detecting step (step 79 in Fig. 12, column 9, lines 21 through 37). 

However, Williams does not expressly disclose if the facsimile mode is a G3 facsimile 

mode. 

Merritt discloses an image communication method that utilizes a plurality of Internet 
facsimile modes (column 5, lines 51 through 58) and a G3 facsimile mode (column 5, lines 58 
through 65), with the method comprising the steps of detecting an Internet facsimile mode of a 
destination apparatus during communication in the G3 facsimile mode, in accordance with a first 
procedure signal of the G3 facsimile mode (column 5, lines 51 through 65, and column 11, lines 
16 through 36), and transmitting an image to the destination apparatus based on the Internet 
facsimile mode of the destination apparatus detected in the detecting step (column 11, lines 16 
through 36). 
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Williams & Merritt are combinable because they are from the same field of endeavor, 
being systems that transmit facsimile messages over the Internet. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to consider the facsimile mode of 
Williams as a G3 facsimile mode taught by Merritt. The suggestion/motivation for doing so 
would have been that Williams' system would conform to well known standards in facsimile 
communication, as recognized by Merritt in column 5, lines 51 through 65. Therefore, it would 
have been obvious to combine the teachings of Merritt with the system of Williams to obtain the 
invention as specified in claim 66. 

Regarding claim 67, Williams and Merritt disclose the method discussed above in claim 

66, and Williams further teaches that the detected Internet facsimile mode of the destination 
apparatus is stored (see Fig. 2, column 5, line 59 through column 6, line 22), wherein image data 
is transmitted in accordance with the stored Internet facsimile mode of the destination apparatus 
(column 8, line 44 through column 9, line 19). 

Regarding claim 68, Williams and Merritt disclose the method discussed above in claim 

67, and Williams further teaches of the step of determining whether or not the communication is 
a first communication operation in the Internet facsimile mode with the destination apparatus 
(see Fig. 12), wherein image data is transmitted in the facsimile mode in a first communication 
operation (step 85 in Fig. 12), based on a determination that the communication with the 
destination apparatus is the first communication operation in the Internet facsimile mode 
(column 9, lines 4 through 9), and wherein image data is transmitted in the Internet facsimile 
mode of the destination apparatus (steps 79 and 87 in Fig. 12), based on a determination that the 
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communication with the destination apparatus is not a first communication operation in the 
Internet facsimile mode (column 9, lines 10 through 45). 

However, as previously noted, Williams fails to expressly disclose if the facsimile mode 
is a G3 facsimile mode. 

As discussed above in claim 66, Merritt teaches of a method that utilizes a G3 facsimile 
mode (column 5, lines 51 through 65). 

Williams & Merritt are combinable because they are from the same field of endeavor, 
being systems that transmit facsimile messages over the Internet. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to consider the facsimile mode of 
Williams as a G3 facsimile mode taught by Merritt. The suggestion/motivation for doing so 
would have been that Williams' system would conform to well known standards in facsimile 
communication, as recognized by Merritt in column 5, lines 51 through 65. Therefore, it would 
have been obvious to combine the teachings of Merritt with the system of Williams to obtain the 
invention as specified in claim 68. 

Regarding claim 70, Williams and Merritt disclose the method discussed above in claim 
66, and Merritt further teaches that the plurality of Internet facsimile modes comprise a simple 
mode (column 9, line 7 through column 10, line 24, being the desired "less than all the 
originating image data for certain types of data", and the mode having the "fastest transmission 
time at a minimum acceptable quality", and column 1 1 , lines 37 through 42), a full mode 
(column 9, line 41 through column 10, line 43, specifically column 10, lines 25 through 34, with 
the mode having the sending party transmit an image in any of multiple formats to be received 
by multiple destinations that can support one or more of the file formats, thereby transmitting full 
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representation of the image data, as opposed to just the minimum amount of image data), and a 
real time mode (column 5, line 66 through column 6, line 17, and column 9, lines 7 through 65). 
Continuing, Merritt teaches that when shifting to the Internet facsimile mode, one of a simple 
mode, a full mode, and a real time mode is selected from among the plurality of Internet 
facsimile modes possessed by the destination apparatus according to a predetermined priority 
(column 5, line 66 through column 6, line 36, and column 10, lines 35 through 62), and 
communication in the selected Internet facsimile mode is performed (column 6, line 18 through 
36, and column 10, lines 44 through 62). 

Williams & Merritt are combinable because they are from the same field of endeavor, 
being systems that transmit data over the Internet. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to include the teachings of Merritt in the 
system of Williams. The suggestion/motivation for doing so would have been that the system of 
Williams would be more efficient, as file format capability errors would be reduced since the 
transmitting device would know the capabilities of the destination apparatus, as recognized by 
Merritt in column 1, line 27 through column 2, line 18. Therefore, it would have been obvious to 
combine Merritt's teachings with the system of Williams to obtain the invention as specified in 
claim 70. 

Regarding claim 71, Williams and Merritt disclose the method discussed above in claim 
70, and Merritt further teaches that the selection is performed in order of the real time mode, the 
full mode, and the simple mode (column 5, line 66 through column 6, line 17, column 9, line 66 
through column 10, line 62, wherein the subscriber's can set which modes are defaults, and the 
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capabilities they have, which would perform the selection in numerous orders, including real 
time, full, and simple modes). 

Williams & Merritt are combinable because they are from the same field of endeavor, 
being systems that transmit data over the Internet. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to include the teachings of Merritt in the 
system of Williams. The suggestion/motivation for doing so would have been that the system of 
Williams would be more efficient, as file format capability errors would be reduced since the 
transmitting device would know the capabilities of the destination apparatus, as recognized by 
Merritt in column 1, line 27 through column 2, line 18. Therefore, it would have been obvious to 
combine Merritt 5 s teachings with the system of Williams to obtain the invention as specified in 
claim 71. 

Regarding claim 72, Williams and Merritt disclose the method discussed above in claim 
70, and Merritt further teaches that when the simple mode or the full mode of Internet facsimile 
has been selected (column 7, lines 23 through 348), an Internet facsimile communication 
apparatus is caused to transmit an e-mail in which an image file formed in accordance with the 
selected mode is added (column 7, line 9 through column 8, line 4). 

Williams & Merritt are combinable because they are from the same field of endeavor, 
being systems that transmit data over the Internet. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to include the teachings of Merritt in the 
system of Williams. The suggestion/motivation for doing so would have been that the system of 
Williams would be more efficient, as file format capability errors would be reduced since the 
transmitting device would know the capabilities of the destination apparatus, as recognized by 
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Merritt in column 1, line 27 through column 2, line 18. Therefore, it would have been obvious to 
combine Merritt's teachings with the system of Williams to obtain the invention as specified in 
claim 72. 

Regarding claim 89, Williams discloses an image communication apparatus that utilizes a 
plurality of Internet facsimile modes (see Figs. 2 and 3, and column 1, lines 25 through 54, and 
column 8, lines 44 through 60, whereby various types of networks are accessible) and a facsimile 
mode (steps 72 ad 85 in Fig. 12, column 9, lines 4 through 9), with the apparatus comprising a 
detection unit adapted to detect an Internet facsimile mode, which a destination apparatus of 
image data has, from the plurality of Internet facsimile modes during communication in the 
facsimile mode, in accordance with a first procedure signal of the facsimile mode from the 
destination apparatus (steps 74-77 in Fig. 12, column 8, line 44 through column 9, line 20), and a 
transmission unit adapted to transmit an image based on the Internet facsimile mode of the 
destination apparatus detected by the detecting step (step 79 in Fig. 12, column 9, lines 21 
through 37). 

However, Williams does not expressly disclose if the facsimile mode is a G3 facsimile 

mode. 

Merritt discloses an image communication apparatus that utilizes a plurality of Internet 
facsimile modes (column 5, lines 51 through 58) and a G3 facsimile mode (column 5, lines 58 
through 65), with the apparatus comprising a detection unit adapted to detect an Internet 
facsimile mode of a destination apparatus during communication in the G3 facsimile mode, in 
accordance with a first procedure signal of the G3 facsimile mode (column 5, lines 51 through 
65, and column 11, lines 16 through 36), and a transmission unit adapted to transmit an image 
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based on the Internet facsimile mode of the destination apparatus detected in the detecting step 

(column 11, lines 16 through 36). 

Williams & Merritt are combinable because they are from the same field of endeavor, 

being systems that transmit facsimile messages over the Internet. At the time of the invention, it 

would have been obvious to a person of ordinary skill in the art to consider the facsimile mode of 

Williams as a G3 facsimile mode taught by Merritt. The suggestion/motivation for doing so 

would have been that Williams' system would conform to well known standards in facsimile 

communication, as recognized by Merritt in column 5, lines 51 through 65. Therefore, it would 

have been obvious to combine the teachings of Merritt with the system of Williams to obtain the 

* 

invention as specified in claim 89. 

Regarding claim 90, Williams and Merritt disclose the method discussed above in claim 
66, and Williams further teaches of determining an address of the Internet facsimile mode of the 
destination apparatus in accordance with a second procedure signal of the facsimile mode 
(column 5, line 59 through column 6, line 12, and column 8, lines 44 through 66). 

However, as previously noted, Williams fails to expressly disclose if the facsimile mode 
is a G3 facsimile mode. 

As discussed above in claim 66, Merritt teaches of a method that utilizes a G3 facsimile 
mode (column 5, lines 5 1 through 65). Williams & Merritt are combinable because they are 
from the same field of endeavor, being systems that transmit facsimile messages over the 
Internet. At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to consider the facsimile mode of Williams as a G3 facsimile mode taught by Merritt. 
The suggestion/motivation for doing so would have been that Williams' system would conform 
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to well known standards in facsimile communication, as recognized by Merritt in column 5, lines 
51 through 65. Therefore, it would have been obvious to combine the teachings of Merritt with 
the system of Williams to obtain the invention as specified in claim 90. 

10. Claim 73 are rejected under 35 U.S.C. 103(a) as being unpatentable over Williams et al 
(U.S. Patent Number 6,192,045, cited in the Office action dated 8/26/04) in view of Merritt et al 
(U.S. Patent Number 6,421,429, cited in the Office action dated 8/26/04), and further in view of 
Okutomi et al (U.S. Patent Number 6,21 1,972, cited in the Office action dated 8/26/04). 

Regarding claim 73, Williams and Merritt disclose the method discussed above in claim 
72, but fail to expressly disclose if the image file comprises a TIFF file, and wherein an Internet 
address comprises an e-mail address. 

Okutomi discloses a communication method that utilizes a plurality of Internet facsimile 
modes (column 3, lines 40 through 63) and a facsimile mode (column 3, lines 64 through 67), 
whereby an image file comprises a TIFF file (column 3, lines 59 through 63, and column 5, lines 
31 through 43), and wherein an Internet address comprises an e-mail address (column 3, lines 33 
through 63). 

Williams, Merritt, & Okutomi are combinable because they are from the same field of 
endeavor, being systems that transmit facsimile messages over the Internet. At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to incorporate the 
teachings of Okutomi in the system of Williams and Merritt. The suggestion/motivation for 
doing so would have been that the system of Williams and Merritt would conform to well known 
standards for communicating facsimile data as an e-mail, as recognized by Okutomi in column 3, 
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lines 33 through 63. Therefore, it would have been obvious to combine the teachings of 
Okutomi with the system of Williams and Merritt to obtain the invention as specified in claim 
73. 

11. Claim 74 is rejected under 35 U.S.C. 103(a) as being unpatentable over Williams et al 
(U.S. Patent Number 6,192,045, cited in the Office action dated 8/26/04) in view of Merritt et al 
(U.S. Patent Number 6,421,429, cited in the Office action dated 8/26/04), further in view of 
Feder (U.S. Patent Number 5,872,845, cited in the Office action dated 8/26/04), and further in 
view of Kulakowski (WIPO Publication Number WO 97/10668, cited in the Office action dated 
8/26/04). 

Regarding claim 74, Williams and Merritt disclose the method discussed above in claim 
70, and Merritt further teaches that the Internet facsimile communication apparatus transmits 
packets to an Internet address (column 9, lines 31 through 65). 

However, Williams and Merritt fail to expressly disclose of when the real time mode has 
been selected, an Internet facsimile communication apparatus is caused to convert a procedure 
signal and image data into TCP packets, transmit the TCP packets according to a T30 facsimile 
procedure, and convert TCP packets received from the communication partner's apparatus into a 
T30 frame. 

Feder discloses an image communication method that utilizes a plurality of Internet 
facsimile modes (column 5, lines 51 through 66, and column 7, line 55 through column 8, line 
67) and a G3 facsimile mode (column 1, line 49 through column 2, line 36, column 6, lines 3 
through 24, and column 7, lines 44 through 54), with the method comprising the steps of 



Application/Control Number: 09/277, 1 72 Page 1 4 

Art Unit: 2622 

detecting an Internet facsimile mode (column 1 5 lines 49 through 58), which a destination 
apparatus of image data has, from the plurality of Internet facsimile modes during 
communication in the G3 facsimile mode (column 1, lines 49 through 58, column 6, lines 3 
through 24, and column 7, lines 44 through 54), and transmitting an image to the destination 
apparatus (see Fig. 8B, "yes" determination of "long distance call", leading to process shown in 
Fig. 8C, column 8, lines 24 through 67) based on the Internet facsimile mode of the destination 
apparatus detected in the detecting step (column 9, lines 14 through 32). Further, Feder teaches 
that when a real time mode has been selected (column 7, lines 64 through 67), an Internet 
facsimile apparatus is caused to convert a procedure signal and image data into packets (column 

8, lines 17 through 67), transmit the obtained packets according to a facsimile procedure (column 

9, line 53 through column 10, line 25), and convert packets received from the communication 
partner's apparatus into a facsimile frame (column 9, line 65 through column 10, line 25). 

Williams, Merritt, & Feder are combinable because they are from the same field of 
endeavor, being systems that transmit facsimile messages over the Internet. At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to incorporate the 
teachings of Feder in the system of Williams and Merritt. The suggestion/motivation for doing 
so would have been that Williams and Merritt 5 s system would conform to well known standards 
for communicating facsimile data as an e-mail, as recognized by Feder in column 8, lines 37 
through 67. Therefore, it would have been obvious to combine the teachings of Feder with the 
system of Williams and Merritt. 

Continuing, Feder also fails to expressly disclose of converting a T30 frame into TCP 
packets, and converting TCP packets into a T30 frame, and subsequently, transmitting the 



Application/Control Number: 09/277, 1 72 Page 1 5 

Art Unit: 2622 

obtained TCP packets according to a T30 facsimile procedure, and converting TCP packets 
received from the communication partner's apparatus into a T30 frame. 

Kulakowski discloses a communication method having an Internet facsimile 
communication function comprises transmitting TCP packets to an Internet address (page 13, 
lines 1 1 through 36, and page 14, lines 20 through 36), receiving TCP packets (page 20, lines 24 
through 30), converting a T30 frame into TCP packets (page 14, lines 20 through 36, and page 
16, line 28 through page 17, line 19), and converting TCP packets into a T30 frame (page 20, 
line 27 through page 21, line 7), and wherein the Internet facsimile communication apparatus is 
caused to convert a procedure signal and image data into TCP packets, transmit the obtained 
TCP packets according to a T30 facsimile procedure, and convert TCP packets received from the 
communication partner's apparatus into a T30 frame (see Figs. 5, 7, and 8). 

Williams, Merritt, Feder, & Kulakowski are combinable because they are from the same 
field of endeavor, being systems that transmit facsimile messages over the Internet. At the time 
of the invention, it would have been obvious to a person of ordinary skill in the art to incorporate 
the teachings of Kulakowski in the system of Williams, Merritt, and Feder. The 
suggestion/motivation for doing so would have been that Williams, Merritt, and Feder's system 
would conform to well known standards for communicating facsimile data as an e-mail, as 
recognized by Kulakowski in page 20, line 24 through page 21, line 7. Therefore, it would have 
been obvious to combine the teachings of Kulakowski and Feder with the system of Williams 
and Merritt to obtain the invention as specified in claim 74. 
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Conclusion 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (571) 272-7410. The 
examiner can normally be reached on Monday-Friday, 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Joseph R. Pokrzywa 

Examiner 

Art Unit 2622 




